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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

More specifically, claim 8 is indefinite because the language of "wherein a 
semiconductive cable layer prepared from the composition strippably adheres to a 
second cable layer" is drawn to the future intended use and functions of the composition 
but does not constitute a clear positive recitation of said composition being a cable 
layer, and said layer being adhered to a second layer and is not limiting. Accordingly, 
the reliance on the aforementioned language in claim 8 is indefinite and lacks a clear 
antecedent basis. Thus the metes and bounds for which patent protection is being 
sought are not clear. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-9, and 13-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by European Patent Publication EP 334,993 (Watanabe). 

Watanabe discloses a semiconductive composition suitable as a layer on a 
power cable, and method of making, said composition comprising a mixture of a high- 
temperature polymer and a soft polymer and a conductive filler and required by present 
claims 1 and 14-16. Applicants should note that claim 15 is a product-by-process claim 
wherein patentability is based solely on the product and not the process of making. The 
high temperature polymer and soft polymer have different heat resistances, per claim 3 
and the polymer is of the type contemplated by applicants in present claims 4-6. In 
addition, the conductive filler can be carbon black, per claim 7. Applicants should note 
that the language of "high-temperature polymer" and "soft polymer" is not specific and 
subject to determination based upon the relative properties of any two polymers when 
compared together. Accordingly, it is the examiner's position that the teachings of 
Watanabe meet this requirement. Regarding claim 2, it is the position of the examiner 
that the composition of Watanabe is the same as that contemplated by applicants thus, 
this property would be the same as well. See entire document and in particular, 
abstract and page 3, lines 1-40. In addition, Watanabe discloses that a curing agent 
and a compatibilizing polymer can be included as required by claims 9 and 13. See 
examples. As to the requirement that "a semiconductive cable layer prepared from the 
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composition strippably adheres to a second cable layer" this language is drawn to the 
future intended use of the composition and adds no patentable weight to present claim 
1 . Hence, the requirement of claim 8 is not limiting because it relies upon the intended 
use of the composition. 

Therefore the teachings of Watanabe anticipate the invention as claimed in 
present claims 1-9 and 13-16. 

5. Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
European Patent Publication EP 858,081 A2 (Yoshida). 

Yoshida discloses a semiconductive cable composition suitable as a layer on a 
power cable, and method of making, said composition comprising a mixture of a high- 
temperature polymer and a soft polymer and a conductive filler, further including a 
coupling agent and curing agent as required by claims 1,9-12 and 14-18. Applicants 
should note that claim 15 is a product-by-process claim wherein patentability is based 
solely on the product and not the process of making. The high temperature polymer 
and soft polymer have different heat resistances, per claim 3 and the polymer is of the 
type contemplated by applicants in present claims 4-6. In addition, the conductive filler 
can be carbon black, per claim 7. Applicants should note that the language of "high- 
temperature polymer" and "soft polymer" is not specific and subject to determination 
based upon the relative properties of any two polymers when compared together. 
Accordingly, it is the examiner's position that the teachings of Watanabe meet this 
requirement. Regarding claim 2, it is the position of the examiner that the composition of 
Watanabe is the same as that contemplated by applicants thus, this property would be 
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the same as well. As to the requirement that "a semiconductive cable layer prepared 
from the composition strippably adheres to a second cable layer" this language is drawn 
to the future intended use of the composition and adds no patentable weight to present 
claim 1. Hence, the requirement of claim 8 is not limiting because it relies upon the 
intended use of the composition. See entire document, and for example, abstract, page 
3, lines 10-50, page 4, lines 5-11 and 45-58. 

Therefore, the teachings of Watanabe anticipate the invention as claimed in 
present claims 1-18. 

6. Claims 1-8, 13-16, and 19-21 are rejected under 35 U.S.C. 102(a) and (e) as 
being anticipated by PCT Publication WO 02/31051 (Easter). 

Easter discloses a semiconductive cable composition suitable as a layer on a 
power cable, and method of making, said composition comprising a mixture of a high- 
temperature polymer and a soft polymer and a conductive filler, as required by present 
claims 1 and 14-16. Applicants should note that claim 15 is a product-by-process claim 
wherein patentability is based solely on the product and not the process of making. See 
entire document and for example, abstract, pages 3-4 and 8. The high temperature 
polymer and soft polymer have different heat resistances, per claim 3 and the polymer 
is of the type contemplated by applicants in present claims 4-6. In addition, the 
conductive filler can be carbon black, per claim 7. Applicants should note that the 
language of "high-temperature polymer" and "soft polymer" is not specific and subject to 
determination based upon the relative properties of any two polymers when compared 
together. Accordingly, it is the examiner's position that the teachings of Easter meet 



Application/Control Number: 10/549,828 Page 6 

Art Unit: 1794 

this requirement. Regarding claim 2, it is the position of the examiner that the 
composition of Easter is the same as that contemplated by applicants thus, this property 
would be the same as well. As to the requirement that "a semiconductive cable layer 
prepared from the composition strippably adheres to a second cable layer" this 
language is drawn to the future intended use of the composition and adds no patentable 
weight to present claim 1 . Hence, the requirement of claim 8 is not limiting because it 
relies upon the intended use of the composition. In addition, Easter discloses a process 
for preparing a cable layer comprising the general steps of extruding a semiconductive 
composition, extruding a polymeric dielectric insulation and crosslinking as required by 
claims 19-21. See pagelO and claims 33-38. 

Therefore, the teachings of Easter anticipate the invention as claimed in present 
claims 1-8, 13-16, and 19-21. 

No claims are allowed. Applicants have not clearly identified that which they 
regard as their invention. The prior art clearly teaches strippable semiconductive 
compositions of the type set forth by applicants in the present claims. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571 -272-1 524. 
The examiner can normally be reached on M-Th and alternate Fridays 8:00-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton I. Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jill Gray 

Primary Examiner 
Art Unit 1794 
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Primary Examiner, Art Unit 1794 



